United States Rvtent and Trademark Office 


UNITED STATES DEPARTMENT OF COMMERCE 

United States Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 

Washington. D.C. 20231 

www.uspto.gov 


APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


EI 


CONFIRMATION NO. 


09/821,620 


03/29/2001 


Daniel G. Streibig 


4052-7414 


4111 


21888 7590 09/24/2002 

THOMPSON COBURN, LLP 
ONE FIRSTAR PLAZA 
SUITE 3500 
ST LOUIS, MO 63101 


EXAMINER 


SCHWARTZ, JORDAN MARC 


ART UNIT 


PAPER NUMBER 


2873 

DATE MAILED: 09/24/2002 


Please find below and/or attached an Office communication concerning this application or proceeding. 


PTO-90C (Rev. 07-01) 


Office Action Summary 


Application No. 

09/821,620 
Examiner 


Jordan M. Schwartz 


Applicant(s) 

STREIBIG, DANIEL G. 


Art Unit 

2873 
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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION ( ' 

- Fa.lure lo repr, within the set or extended period for reply will, by statute, causeVe a P ™S commumcation. 

Status 

1)13 Responsive to communication® Hied on 7/31/02 fPre-Amendment A) . 
2a)D This action is FINAL. 2b)H This action is non-final. 

3) D H n nCe J hiS appli 5 ation is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 C D 1 453 O G 21 3 

Disposition of Claims ' ^ 

4) rE Claim(s) 1.3-7.10 and 22-44 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) Q Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) H Claim(s) 1,3-7,10 and 22-44 are subject to restriction and/or election requirement 
Application Papers 

9) D The specification is objected to by the Examiner. 

1 0) D The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a) 

1 1) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)dAII b)D Some*c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Staae 

application from the International Bureau (PCT Rule 1 7 2(a)) 'Maiionai Mage 

See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

9 The translation of the fore '9 n language provisional application has been received 

15) |_| Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
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* Restriction 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 , 3-7 and 1 0, drawn to a method of providing colorant to a contact 
lens, classified in class 351, subclass 177. 

II. Claims 22-44, drawn to a colored contact lens, classified in class 351 , 
subclass 162. 

The inventions are distinct, each from the other because of the following reasons: 
Inventions in Group I and Group II are related as process of making and product 
made. The inventions are distinct if either or both of the following can be shown: (1 ) 
that the process as claimed can be used to make other and materially different product 
or (2) that the product as claimed can be made by another and materially different 
process (MPEP § 806.05(f)). In the instant case the colored contact lens can be made 
by another and materially different process such as a process of pad printing that does 
not require the use of an inkjet print head and printer assembly. Furthermore, the 
process can be used to make other and materially different contact lenses such as 
contact lenses that have patterning with surface areas greater than 6000 square 
microns or contact lenses with all elements spaced greater than 50um from adjacent 
elements or comprising less than 3000 distinct elements or having only a few colorants 
(not at least 25 different colors). 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 
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Because these inventions are distinct for the reasons given above and the 
search required for any one Group is not required for any other Group, restriction for 
examination purposes as indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jordan M. Schwartz whose telephone number is (703) 
308-1286. The examiner can normally be reached on Monday to Friday (8:00-5:30), 
alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Georgia Y. Epps can be reached at (703) 308-4883. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
308-7722 for regular communications and (703) 308-7722 for After Final 
communications. 
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* 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0956. 



Jordan M. Schwartz 
Primary Examiner 
Art Unit 2873 
September 19, 2002 


